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DETAILED ACTION 
Status of Application 

1 . Claims 1 -38 are pending. 

2. Applicant's election without traverse of January 8, 2007 in the reply filed on 
December 5, 2006 is acknowledged. 

3. The election of species of aliphatic and aromatic hydrocarbons hydrocarbon 
resins in claim 2, ketones in claim 8 and linear or branched chain fatty acids in 
claim 10, without traverse is acknowledged. 

4. Claims 1-32 are the claims drawn to the elected species and are presented for 
examination and claims 33-38 are withdrawn from consideration as being drawn 
to the nonelected subject matter. 

Specification 

5. The disclosure is objected to because of the following informalities: The use of 
the trademark Wingtack®, Piccovar®, Priplast®, NovaRes® has been noted in this 
application. It should be capitalized or accompanied by a ® or ™ symbol wherever it 
appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 
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Claim Rejections - 35 USC § 112, 2 nd 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



7. Claims 21- 22 and 31-32 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 21-22 are indefinite due to the phrase "at least about," which 
simultaneously refers to a broad range and a narrower range. In the instant case, for 
example the conflicting phrase "at least about 15%" is unclear as to whether it is at least 
15 %, in which the range cannot fall below 15 %, or about 15%, in which the range can 
include a value below 15 %. Therefore, it would be unclear to a skilled artisan, which 
range Applicants are claiming. 



Claims 31-32 refer to the composition of claim 46. Since there is no claim 46 
present in the application, it is indefinite. 



Double Patenting 

8 V The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



9. Claims 1 , 4-1 5, 18-22, and 25-32 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims land 3-16, 20, 
and 23-25 of U.S. Patent No. 6,030,633. 



Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they both encompass a film forming skin protectant 
composition comprising polyether polyurethane and a tackifier resin. Claims 1, 4-15, 18- 
22, and 25-32 of the instant invention are drawn to a film-forming skin protectant 
composition comprising polyether polyurethane and a tackifier resin. Claims 1 and 3-16, 
20, and 23-25 of U.S. Patent No. 6,030,633 are drawn to a film-forming skin protectant 
composition comprising polyether polyurethane, benzoin gum (tackifier resin), and 
nitrocellulose (tackifier resin). The instant invention differs from the cited patent by 
reciting the tackifier resin is a resinous material other than gum. However, that does not 
exclude additional resinous material that is a gum resin from being present in the film- 
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forming skin protectant composition. Therefore, the film-forming skin protectant 
composition as claimed in U.S. Patent No. 6,030,633 is rendered obvious by the instant 
invention. 

10. Claims 1-3, 6-10, 21-24, and 26-31 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 3-6, 9-10 and 
21 of U.S. Patent No. 5,942,239 in view of Klofta (US Pub. No. 2004/0191279). 

Claims 1-3, 6-10, 21-24, and 26-31 of the instant invention are drawn to a film- 
forming skin protectant composition comprising polyether polyurethane and a tackifier 
resin. 

Klofta teaches a skin care composition which provide enhanced transfer of the 
composition to the skin and increased adhesion to the skin comprising a) 5% to about 
95% by weight of an emollient, b) from about 10% to about 95% by weight of a 
tackifying agent, and c) optionally from about 1% to about 95% of an immobilizing agent 
(see the entire article, especially the abstract). Preferred materials used as tackifiers 
include rosin resins such as those derived from gum rosin, hydrocarbon resins such as 
the C-5 aliphatic resins, the C-9 aromatic resins and mixtures thereof (see the entire 
article, especially page 3-4 paragraph [0032]). 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they both encompass a film forming composition comprising 
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polyether polyurethane and a tackifier resin. The instant invention differs from the cited 
patent by reciting the tackifier resin is a resinous material other than gum. However, that 
does not exclude additional resinous material that is a gum resin from being present in 
the composition. Furthermore, it is well known in the art that tackifier resins are used to 
increase adhesive properties in compositions to be applied to the skin as suggested by 
Klofta et al. and in the absence of unexpected results, it would have been obvious to 
one of ordinary skill in the art to employ any tackifier resin, such as a gum rosin (i.e. 
benzoin gum), C-5 aliphatic hydrocarbon resins, C-9 aromatic hydrocarbon resins or 
mixtures thereof, into the compositions. Therefore, both applications are directed to 
similar subject matter wherein the composition comprises polyether polyurethane and a 
tackifier resin. 

Claim Rejections -35 USC §102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

12. Claims 1, 12 and 21-22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hemling et al. (US 6,030,633). 

Note: For the purposes of searching for and applying prior art under 35 U.S.C. 
102 and 103, absent a clear indication in the specification or claims of what constitutes 
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a material change to the basic and novel characteristics of the invention, "consisting 
essentially of will be construed as equivalent to "comprising." If applicant contends that 
additional materials of the prior art are excluded by the recitation of "consisting essential 
of, applicant has the burden of showing that the introduction of additional components 
would materially change the characteristics of applicant invention. See MPEP 2111.03. 

Hemling et al. teach an improved film forming skin protectant compositions 
capable of forming an elastic film when applied to the skin, having a particular utility as 
barrier teat dips, for protecting cows against mastitis, comprising a film forming 
component comprising a mixture of polyether polyurethane and benzoin gum (a tackifier 
resin) and nitrocellulose (a tackifier resin) dispersed in a carrier (see the entire article, 
especially the abstract). The overall film-forming component is present at a level of 
about 5-50%, where the polyether polyurethane is used at a level of 5-25%, benzoin 
gum is present at a level of 2-20% and nitrocellulose is present at a level of 0.2-15% by 
weight (see the entire article, especially column 2 lines 12-14 and 24-31). The 
composition having a retention time of about 10% and 15 % greater as compared to an 
otherwise identical composition including only benzoin gum and no other tackifier resin 
would be an inherent property of the formulation taught by Hemling et al. because the 
composition is composed of the same ingredients. 
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Claim Rejections - 35 USC §103 



13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art. to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



14. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hemling et al. (US 6,030,633) in view of Klofta (US Pub No. 2004/0191279). 

Note: For the purposes of searching for and applying prior art under 35 U.S.C. 
102 and 103, absent a clear indication in the specification or claims of what constitutes 
a material change to the basic and novel characteristics of the invention, "consisting 
essentially of will be construed as equivalent to "comprising." If applicant contends that 
additional materials of the prior art are excluded by the recitation of "consisting essential 
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of, applicant has the burden of showing that the introduction of additional components 
would materially change the characteristics of applicant invention. See MPEP 2111 .03. 

Applicant claims a film forming skin protectant composition comprising polyether 
polyurethane dispersed in a carrier and a tackifier resin. 

Determination of the scope and content of the prior art 

(MPEP 2141.01) 

Hemling et al. teach an improved film-forming skin protectant compositions that 
are capable of forming a long lasting elastic barrier film when applied to the skin (see 
the entire article, especially the abstract). The compositions include a film forming 
component (preferably a mixture of polyether polyurethane and benzoin gum) dispersed 
in a carrier and a quantity of nitrocellulose in an amount sufficient to increase the time of 
adherence of the composition to the skin (see the entire article, especially the abstract). 
Benzoin gum has been found to significantly increase the adhesion time of protectant 
compositions (see the entire article, especially column 1 lines 43-45). The film-forming 
component preferably includes polyether polyurethane used at a level from about 5-25 
% by weight and benzoin gum being present at a level of about 2-20% by weight (see 
the entire article, especially column 2 lines 24-31). The carrier portion is preferably a 
solvent selected from THF, toluene, acetone, and the CrC 4 ethers, ketones and 
alcohols (see the entire article, especially column 2 lines 24-32, 42-46): Nitrocellulose is 
present at a level form about 0.2 to 15 % by weight in the film-forming protectant 
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compositions (see the entire article, especially column 2 lines 12-16). The compositions 
may also include a germicidal agent or combinations of germicides dispersed in the 
carrier, which may be present at a level form 0.01-2% by weight (see the entire article, 
especially column 2 lines 49-52). The germicidal agent may be selected from a wide 
variety of agents such as linear or branched chain fatty acids (i.e. octanoic acid, 
nonanoinc acid and decanoic acid) (see the entire article, especially column 2 lines 53- 
55). Dyes such as D&C red 19 and solvent yellow 43 may also be added to the skin 
protectant compositions of the invention in order to improve the visualization of the 
barrier film on the skin area being treated (see the entire article, especially column 3 
lines 1-8). The compositions of the invention should have a viscosity of about 50-2000 
cPs (see the entire article, especially column 3 lines 14-16). 

Klofta teaches a skin care composition which provide enhanced transfer of the 
composition to the skin and increased adhesion to the skin comprising a) 5% to about 
95% by weight of an emollient, b) from about 10% to about 95% by weight of a 
tackifying agent, and c) optionally from about 1% to about 95% of an immobilizing agent 
(see the entire article, especially the abstract). Preferred materials used as tackifiers 
include rosin resins such as those derived from gum rosin, hydrocarbon resins such as 
the C-5 aliphatic resins, the C-9 aromatic resins and mixtures thereof (see the entire 
article, especially page 3-4 paragraph [0032]). 
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Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Hemling et al. do not teach said tackifier resin being aliphatic and aromatic 
hydrocarbon resins whereas the Applicant claims a film forming skin protectant 
composition comprising a film forming component and a tackifier resin, wherein said 
tackifier resin is a aliphatic and aromatic hydrocarbon resin. 

Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to make a film forming skin protectant composition 
comprising a film forming component and a tackifier resin, wherein said.tackifier resin is 
a aliphatic and aromatic hydrocarbon resin. 

One of ordinary skill in the art would have been motivated to do this because 
Hemling et al. suggest compositions comprising a film forming component (preferably a 
mixture of polyether polyurethane and benzoin gum) dispersed in a carrier and 
nitrocellulose. The film-forming component preferably includes polyether polyurethane 
used at a level from about 5-25 % by weight and benzoin gum being present at a level 
of about 2-20% by weight. The carrier portion is preferably a solvent selected from THF, 
toluene, acetone, and the CrC 4 ethers, ketones and alcohols. Nitrocellulose is present 
at a level form about 0.2 to 15 % by weight in the film-forming protectant compositions. 
The compositions may also include a germicidal agent or combinations of germicides 
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dispersed in the carrier, which may be present at a level form 0.01-2% by weight. The 
germicidal agent may be selected from a wide variety of agents such as linear or 
branched chain fatty acids. Hemling et al. do not suggest the use of tackifier resins such 
as aliphatic and aromatic hydrocarbon resins. However, it is well, known in the art that 
tackifier resins are used to increase adhesive properties in compositions to be applied 
to the skin as suggested by Klofta et al. and in the absence of unexpected results, one 
of ordinary skill in the art would have employed any tackifier resin, such as a gum rosin 
(i.e. a benzoin gum), C-5 aliphatic hydrocarbon resins, C-9 aromatic hydrocarbon resins 
or mixtures thereof, into the compositions. Therefore, the claimed invention would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was 
made because the prior art is fairly suggestive of the claimed invention. 

Conclusion 

1 5. No claims are allowed. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristie L. Brooks whose telephone number is (571) 272- 
9072. The examiner can normally be reached on M-F 8:30am-6:00pm Est.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on (571) 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




